The opinion in support of the decision being entered today was not witten
for publication and is not binding precedent of the Board.
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ON BRI EF

Bef ore COHEN, STAAB, and McQUADE, Adninistrative Patent Judges.
STAAB, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on an appeal fromthe final rejection of
clainms 1-6, all the clainms pending in the application.
Appel l ant’ s anendnent filed subsequent to the final rejection
has not been entered.

As stated on page 1 of the specification, appellant’s

i nvention
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relates to a wist cover and nore particularly to a

t ubul ar-shaped wi st cover which may be slipped over

t he hand of a person for covering the upper portion of
the person’s hand, the person’s wist and the | ower
portion of the person’s sleeve to prevent snow or the
like fromcomng into contact wwth the person’ s hand,
wist and | ower arm

A further understanding of the invention can be derived
froma reading of exenplary claim1l, which is reproduced in the
appendi x to appellant’s brief.

The references applied in the final rejection are:

Sanuel s et al. (Samnuels) 3,416,518 Dec.
17,
1968
Mat t hews 5,402, 536 Apr. 4,
1995
MacMor r an 5,827, 207 Cct .
27,
1998
Gregory, mnor et al. (G egory) 5, 864, 886 Feb. 2,
1999
Ho (Brithis Application) 2,245,477 Jan.
8,
1992

Claim 1l stands rejected under 35 U.S.C. § 102(b) as being
antici pated by Sanuel s.

Claims 2 and 3 stand rejected under 35 U.S.C. § 103 as
bei ng unpatent abl e over Samuels in view of G egory.

Claim4 stands rejected under 35 U.S.C. § 103 as being
unpat ent abl e over Sanuels in view of Ho.
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Claim5 stands rejected under 35 U.S.C. 8 103 as being
unpat ent abl e over Sanuels in view of MacMorran.

Claim6 stands rejected under 35 U.S.C. 8 103 as being
unpat ent abl e over Sanuels in view of Matthews.

Reference is made to appellant’s brief (Paper No. 10) and
to the exam ner’s answer (Paper No. 11) for the respective
positions of appellant and the exam ner regarding the nerits of
t hese rejections.

Di scussi on

Considering first the rejection of claim1 as being
antici pated by Samuels, claim1l sets forth a wist cover “for
covering the wist of a user wearing a coat having sleeves and a
hand covering having a thunmb,” said wist cover conprising a
flexi ble, generally tubular nenber having a central portion and
forward and rearward ends, with the central portion being
“adapted to be positioned |oosely over a portion of the user’s
hand covering, wist and |ower sleeve area.” Appellant contends
(brief, page 5) that Sanuels does not anticipate claiml
because, anong ot her things, the cover of Sanuels is designed to
fit snugly over a cast. 1In response to this argunent, the
exam ner takes the position (answer, pages 6-7) that the
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requi renent that the central portion of the sleeve is “adapted
to be positioned | oosely” over a user’s hand covering, wist and
| ower sleeve area is a statenment of intended use that does not
structurally distinguish over the sleeve of Sanuels. The

exam ner al so appears to be of the view that the central portion
of Sanuels’ sleeve 10 is, in fact, capable of being positioned

| oosely over a hand covering worn by a user, within the broad
meani ng of the claimlanguage “positioned | oosely.”

It is by now well settled that there is nothing
intrinsically wong in defining sonething by what it does rather
than by what it is. In re Swinehart, 439 F.2d 210, 212, 169
USPQ 226, 228 (CCPA 1971). Wth respect to the “adapted to be
positioned | oosely” |anguage found in claim1, while such
| anguage does not require the clainmed wist cover to be |oosely
positioned over a user’s hand covering, wist and | ower sl eeve
area, this |anguage does inpart structural limtations to the
clainmed wist cover in the sense that, to satisfy this |anguage,
a device nust be capable of performng the recited function or

use. See, for exanple, In re Ludtke, 441 F.2d 660, 663-64, 169

USPQ 563, 565-67 (CCPA 1971) and In re Swi nehart, 439 F.2d at
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212, 169 USPQ at 228. Hence, if a prior art device reasonably
appears to inherently possess the capability of functioning in
t he manner cl ained, anticipation exists regardl ess of whether
there is a recognition that the prior art device could be used
to performthe clained function. See, for exanple, In re
Schrei ber, 128 F.3d 1473, 1477, 44 USPQ2d 1429, 1431-32 (Fed.
Cr. 1997).

In the present case, while we appreciate that sleeve 10 of
Sanuels is intended to be positioned over an armcast with the
t hunb of the user extending through the opening 16, we do not
agree with the examner’s position to the effect that said
sl eeve is inherently capable of functioning in the nmanner called
for inclaiml, that is, “adapted to be positioned |oosely over
a portion of user’s hand covering, wist and | ower sleeve area.”
To begin, Sanmuels’ disclosure at colum 2, lines 52-54, that the
sl eeves thereof are sized to snugly fit over the cast with which
they are being used indicates to us that sleeve 10, if used to
cover portions of the lower arm wist and hand of a person
wearing a coat having a sl eeve and a hand covering having a

thumb, would likely also fit in a snug manner thereover.
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Mor eover, Sanuel s’ disclosure at colum 2, |ines 54-56, that the
sl eeves thereof are made in their entirety of stretchable
elastic material which, because of their inherent resiliency,
can be used with a plurality of different size casts, suggests
to us that sleeve 10 also would not necessarily loosely fit over
t he hand covering, wist and | ower sleeve area of a person of,
for exanple, small stature. |In this regard, while it is
possi bl e that the sleeve of Sanmuels may function to | oosely
surround portions of a hand, wist and forearmin the manner
called for inclaiml, the nere fact that a certain thing may
result froma given set of circunstances is not sufficient to
establish inherency. 1Inre Celrich, 666 F.2d 578, 581, 212 USPQ
323, 326 (CCPA 1981).

In short, the disclosure of Sanuel s does not provide an
adequate factual basis to establish that the natural result
flowwng fromfollow ng the teachings of that reference would be
a wist cover that is adapted to be positioned | oosely over a
portion of a user’s hand covering, wist and | ower sleeve area,

as now cl ained. Accordingly, we cannot sustain the exam ner’s
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rejection of claim1 under 35 U.S.C. 8§ 102(b) as being
anti ci pated by Sanuel s.

Concerning the 8 103 rejections of dependent clains 2-6
further in view of Gegory, Ho, MacMorran or Matthews, even if
we accept the examner’s position that it woul d have been
obvious to nodify the sleeve of Sanuels to provide therein the
additional features called for in the dependent clains, the
nodi fied sleeve still would not necessarily be capabl e of
functioning in the manner called for in base claim1l.
Accordingly, the standing rejection of clains 2-6 al so cannot be

sust ai ned.

The deci sion of the exam ner is reversed.

REVERSED

7



Appeal No. 2001- 0669
Application No. 09/198, 637

| RW N CHARLES COHEN
Adm ni strative Patent Judge

BOARD OF PATENT

LAWRENCE J. STAAB APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JOHN P. McQUADE
Adm ni strative Patent Judge
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